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—TTie MAILING DATE of this communication appears on the cover sheet beneath the correspondence address— 

Period for Reply j 

MONTH(S) FROM THE MAILING DATE 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE. 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- if NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 



^Responsive to communication(s) filed on ^^Cr- Cj> j 
< □ This action is FINAL. 



□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 

^CIaim(s) . 



Of the above claim(s)- 

□ Claim(s) 

□ Claim(s): 



□ Claim(s)- 
/ Kciaim(s)_ 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some*' □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



_ is/are pending in the application. 

- is/are withdrawn from consideration. 
_ is/are allowed. 

- is/are rejected. 

- is/are objected to. 

- are subject to restriction or election 
requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 

Attachment(s) 



D Information Disclosure Statement(s), PTO-1449, Paper No(s)._ 

□ Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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1 . This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

2. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

3. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The cited reference shows a probe microscope without a scanner, i.e. an XY motion 
producer. 

4. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-15 and 25, drawn to a probe microscope, classified in class 73, subclass 
105. 

II. Claims 16-21, drawn to a method of making a force curve measurement as a 
sample, classified in class 73, subclass 105. 

III. Claims 22-24, drawn to a probe microscope that interacts with a sample, classified 
in class 73, subclass 105. 
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5. Inventions Group 1 and Groups 2-3 considered together are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations (MPEP 
§ 806.05(c)). In the instant case, the combination as claimed does not require the particulars of 
the subcombination as claimed because it does not require the use of a rotary knob as in groups 2- 
3 as evidenced by such not being claimed in base claims 1 and 25 of group 1. The 
subcombination has separate utility such as use as a probe microscope without necessarily 
including a scanner as in group 1 . 

6. Inventions Group 2 and Group 3 are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be practiced by 
another materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case the apparatus 
as claimed can be used in another and materially different process such as one where the 
apparatus is used to provide a set interaction force without requiring an actual measure of the 
separation as in group 2, etc.. 

7. Because these inventions are distinct for the reasons given above and the search required 
for Group 1 is not required for Groups 2-3, etc., restriction for examination purposes as indicated 
is proper. 
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8. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 



9. A telephone call was made to Mr. Jay G. Durst on April 18, 2003 to request an oral 
election to the above restriction requirement, but did not result in an election being made. 

10. The corrected or substitute drawings were received on March 14, 2002. These drawings 
are considered to be in a state acceptable to the draftsman. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tom Noland whose telephone number is (703) 305-4765. The examiner can 
normally be reached on weekdays from 9:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Mr. Hezron E. Williams, can be reached on (703) 305-4705. 

The fax phone number for the organization where this application or proceeding is 
assigned is (703) 308-7722. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 



1.143). 




Thomas P. Noland 
Primary Examiner 
Art Unit 2856 




Noland/ek 
04/22/03 



